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RESPONSE 


Assistant Commissioner for Patents 
Washington, D.C. 20231 
Sir: 

Reconsideration and withdrawal of the rejection of claims 23-29 and 38-39, as set forth in 
the Office Action mailed December 8, 1998, is respectfully requested. 

The Examiner rejected claims 23-29 and 38-39 under 35 U.S.C. § 103 as obvious over 
Ficholtz et al. (U.S. Pat. No. 5,310,667) or Kishore et al. (U.S. Pat. No. 4,971,908) in view of 
Wang et al., Plant Molec. Biol, LL, 433 (1988); Klein et al., Bio/Technol., 6, 559 (1988) or 
Armstrong et al., Planta, 164, 207 ( 1985). This rejection is respectfully traversed. 

To begin with, the Examiner is requested to note the section “Guidance on Treatment of 
Product and Process Claims in light of In re Ochiai, In-re Brouwer, and 35 U.S.C. § 103(b),” at 
1184 OG 86 (March 26, 1988): “Ochiai and Brouwer and § 103(b) relate to how process claims 
directed to making and using nonobvious products are to be treated.” + * * “Interpreting a 
claimed invention as a whole requires consideration of all claim limitations. Thus language in a 
process claim which recites making or using a nonobvious product must be treated as a material 
limitation, and a motivation to make or use the unobvious product must be present in the prior 
art? * * + “Thus, language in a process claim which recites making or using a nonobvious 
product must be treated as a material limitation, and a motivation to make or use the nonobvious 
product must be present in the prior art for a § 103 rejection to be maintained.” 

Claims 26 and 39 of the present application are directed to processes of making the 
products recited by claims 1 and 5 of commonly assigned U.S. Pat. No. § 554,798. Thus, in view 
of Ochiai, Brouwer and this notice, it is respectfully submitted that af least these claims are 
allowable. 

Alternatively, Applicants will elect to proceed under § 103(b) with respect to the claims 


of the present application since the requirements of § 103(b){1) are met and the present claims 
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relate to a “biological process,” as that term is defined in § 103(b)(3)(A)(iii). Thus, if the 
Examiner does not agree with the PTO analysis of Ochiat and Brouwer, Applicants will proceed 
with the appropriate amendments and petition under 37 C.F.R. § 1.182 following the next action. 
However, as concluded by the PTO: “In view of the Federal Court’s decisions in Ochiai and 
Brouwer, an applicant’s need to rely upon § 103(b) should be rare.” Therefore, allowance of 
claims 26 and 39 is appropriate, and is respectfully requested. 

Kishore et al. and Eicholtz et al. (“Kishore” and “Bicholtz”) are commonly assigned 
patents with a common inventor. Each discloses DNA constructs comprising genes encoding 
elyphosate-resistant EPSP synthases, The Examiner cites Eicholtz as disclosing the isolation of 
these constructs, and that they can impart glyphosate resistance to plant cells. The two 
paragraphs from Eicholtz quoted by the Examiner at page 3 of the Office Action are found at 
Col. 40, lines 53-63 and at Col. 41, lines 26-34. They are part of an example entitled “EPSP 
Synthase Gene from Maize.” However, facially, the paragraphs disclose no more than a 
hypothetical example of bombarding non-regenerable maize BMS cells. The paragraph found at 
Col. 41 is followed by five paragraphs of hypothetical procedures to prepare and transform 
protoplasts obtained from nonregenerable maize cells. The first paragraph quoted by the 
Examiner is found at Col. 5, lines 20-23. Although maize is disclosed as “suitable for the 
practice of the present invention, ” the “present invention” referenced is not a method to prepare 
fertile, transgenic com plants with a mutated EPSPS, but is only a hypothetical method of 
transforming BMS protoplasts with plant EPSPS genes. See, Col. 42, lines 4-31. 

Likewise, the first paragraph from Kishore quoted by the Examiner is from the Abstract. 
Kishore disclases hypothetical examples of certain glyphosate-tolerant plants, such as tomato 
(Col. 27, lines 44-47) and Brassica (Col. 31, lines 3-4). The second paragraph quot by the 
Examiner ‘s taken from an example entitled “Preparation of Glyphosate Tolerant Maize EPSP 
Synthase Gene, and Glyphosate Tolerant Maize Cells.” It does not purport to even 
hypothetically teach how to prepare fertile transgenic maize plants, and the protoplasts that are 
hypothetically transformed are nonregenerable. See Col. 33, lines 26-29. As conceded by the 
Examiner, neither patent discloses the process in which regenerable Zea mays cells are 


bombarded with the DNA construct of interest. The Examiner is also requested to note that 
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neither the primary nor the secondary references disclose the bombardment of any type of 
regenerable maize tissue, much less the selection of transformed cells (step (i1)) and the 
regeneration of fertile plants therefrom (step (iti). 

The Wang et al. paper is entitled “Transient expression of foreign genes in rice, wheat 
and soybean cells following particle bombardment,” which aptly summarizes the results. Wang 
et al. simply disclose bombarding BMS cells with the CAT marker gene. As summarized by the 
authors at page 438: “The next step in this research work is to obtain stable integration of the 
foreign genes transferred into these three important crops.” Not only do Wang et al. not disclose 
how this result will be accomplished, they do not deal with the problems of 
selection/regeneration or retention of fertility in any respect. Thus, the art worker in possession 
of Wang et al, and the primary references would recognize no more that it would be likely the 
EPSPS constructs could in fact be introduced into BMS cultures and that transient expression 
might be observable. 

With respect to Klein et al. (Bio/Technol, 6, 559-563 (1988)), the Examiner states that 
page 562, col. 2, discloses that the “stable transformation of maize callus via the disclosed 
technique is evident.” However, the Examiner is urged to consider that he is reading Klein et al. 
to teach much more than the art worker could possibly derive from this limited and specific 
disclosure. 

To begin with, Klein et al. do not disclose or confirm that the cultured BMS maize celis 
or the scutellum that were bombarded were found to be stably transformed with the exogenous 
DNA. Klein et al. repeatedly refer to transient expression of the gene in both the cultured cells 
and scutellum (see, for instance, Figure 2 and Figure 3), and conclude that “[bombardment]} may 
be useful for the stable transformation of monocot species” (emphasis added). 

Moreover, Klein et al. do not disclose what type of tissue was used to produce the 
“cultures of maize” that were “stably transformed” in the “manuscript in preparation” much less 
that these cultures could be regenerated into fertile plants. The fact that both the cited Klein et al. 
paper and the later Klein et al. Plant Physiol. paper (91, 440 (1989)) use BMS cultures as starting 


materials is evidence that Klein et al. in fact transformed a tissue that could not be regenerated 
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into plants. The problem of regenerability of transformed maize cells simply does not concern 
Klein et al. at this point in time. 

In conclusion, there is nothing in the Klein et al. paper that would teach the art worker 
how to prepare stably transformed maize cells, or how to select and regenerate the cells to yield a 
fertile maize plant that can sexually transmit the introduced DNA to subsequent generations. 

‘The Klein et al. paper is no more than an invitation to conduct further undefined experiments, 
and does not amount to a suggestion of Applicants’ method, either considered alone, or in 
combination with any of the cited art. 

The Examiner cites Armstrong et al. (Planta, 164, 207-214 (1985)) as disclosing the 
regeneration of maize from friable embryogenic callus of both Type I and Type If tissue cultures 
of inbred and hybrid cultures. However, Armstrong et al. do not suggest that such cultures 
would remain viable after bombardment and selection, or that the cultures would retain the 
ability to regenerate fertile maize plants containing the foreign DNA or to transmit the foreign 
DNA to progeny plants. Moreover, the other references fail to suggest or imply the desirablity of 
the type of cultures used in Armstrong for bombardment and transformation purposes, In view 
of the lack of any suggestion relating to regeneration or retention of fertility following 
bombardment, it is respectfully submitted that there ts no motivation for the art to combine this 
reference with Klein et al. or Wang et al. Thus, Armstrong et al. do not suggest Applicants’ 
method, either alone or in combination with any of the cited art. 

Even assuming, arguendo, that the cited art renders it prima Jacie obvious to proceed 
along the lines arguably suggested by Klein et al. to bombard maize Type II callus with DNA, it 
is respectfully submitted that it would still be unexpected that fertile transgenic maize plants 
would be obtained by this route. With respect to these teachings, the Examiner is requested to 
consider paragraph 14 of the Rule 132 declaration executed by Professor Ronald J. Phillips on 
July 20, 1992 (copy enclosed), in commonly assigned parent application Serial No. 07/974,379, 
filed November 10,1992. The Philips declaration is offered as evidence of the reasonable 
expectations of the art as of the date this application was filed, i.e., January 22, 1990. Paragraph 


14, which summarizes his conclusions, is reproduced below: 
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14. It might well be obvious for a researcher in this area to try 
to transform a maize tissue, cultured cells or protoplasts that had a 
history of “regenerability” in the untransformed state. However, 
the “state of the art” in mid-1989 to 1990 would not permit one of 
ordinary skill in the art to reasonably predict that the three pieces 
of the puzzle of maize transformation, namely stable 
transformation accompanied by subsequent cell division, 
regenerability, and fertility/transmission, would come together via 
any available methodology employing any available maize starting 
material, including scutellum, much less that the biolistic 
transformation of friable embryonic Type II callus would be the 
path to success. 

In In re Wood, 202 U.S.P.Q. 171, 174 (CCPA 1979), the court emphasized that “[o]f 
course, an evaluation of the claimed invention performed by an impartial, qualified third party is 
a valuable indication of the nonobviousness of an invention.” The Examiner is requested to 
consider that Professor Phillips’ declaration is based on facts derived from his extensive 
experience with the in vitro cell/tissue culture of maize, and that the declaration is sufficient to 
rebut any prima facie case of obviousness established by the cited art. The Examiner is also 
requested to consider that the declaration is particularly effective in view of the remoteness of the 
cited art from the claimed invention; there are no experiments disclosed in the cited art relating to 
obtaining stably transformed dividing cells from any transformed maize tissue source, following 
the use of microprojectile bombardment to introduce an EPSPS-encoding DNA, selecting 
transformed cells, and then regenerating fertile plants from the transformed cells. 

The Examiner is also requested to note that the fact that the tools were available to the art 
with which to carry out the claimed process does not amount to a suggestion to carry out the 
steps of the claimed process, much less that it would be reasonable to expect the success 


achieved by Applicants. Therefore, withdrawal of this rejection is appropriate, and is 


respectfully requested. 
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It is respectfully submitted that the present claims have been placed in condition for 


allowance, and notification to that effect is eamestly solicited. 


Respectfully submitted, 
RONALD C. LUNDQUIST ET AL. 
By their Representatives, 


SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, PA. 
P.O. Box 2938 
Minneapolis, MN 55402 
(612) 373-6903 


Date Ler Lh bey LIP f By 


Warren D. Woessner, Ph.D. 
Reg. No. 30,440 


{ hereby certify that this correspondence is being deposited with the United Statics Postal Service as first class mail in an envelope addressed to 


Assistant Commissioner of Pategts, Washington, D.C. 20231 on Ma 1999, /\ 
Aone Obineg Ae thl— 


Name Signature 
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Hon. Commissioner of Patents 
. and Trademarks 
Washington, D.C. 20231 


DECLARATION UNDER 37 CFR §1.132 


Sir: 

I, Ronald L. Phillips, declare and say as follows: 

le received my Ph.D. in genetics from the University 
of Minnesota, St. Paul, in 1966. Following postdoctoral work at 
Cornell University in genetics, I became an Assistant Professor 
in the Agronomy and Plant Genetics Department at the University 
of Minnesota in 1968, where I am currently a Professor, holding 
appointments in the Graduate School in Genetics, Plant Breeding 
and Agronomy. I am a fellow of the American Society of Agronomy, 
the Crop Science Society of America and the American Association 
for the Advancement of Science. I have authored or co-authored 
over fifty papers, primarily in the area of plant genetics as 
applied to plant improvement, including the chapter by Phillips 
et al., "Cell/Tissue Culture and In Vitro Manipulation" in Corn 


and Corn Improvement, G.F. Sprague et al., eds., Amer. Society of 
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Agronomy et al., pubs., Madison, WI (1988). In 1991, 1 was 
elected to the National Academy of Sciences. 

2. i have read, and am thoroughly familiar with, the 
above-identified application, with the Office Action mailed 
March 5, 1992 including the art cited against the claims, with 
the amendment filed herewith, and make this Declaration in 
support of the pending claims of Serial No. 07/508,045. Tf have 
no direct or indirect financial interest in the application. 

3. At page 3 of the Office Action, the Examiner 
rejected the claims as obvious over a combination of four papers, 
T.M. Klein et al., Bio/Technology, O, 559 (May 1988) in combina- 
tion with D.E. McCabe et al., Bio/Technology, 6, 923 (August 
1988), the Phillips at al. review article cited above, and Rhodes 
et al., Science, 240, 204 (1988). However, it is my opinion that 
a worker in the area of cereal transformation generally, and 
maize transformation specifically, in possession of these papers, 
would not be able to predict the success achieved by Applicants 
following their bombardment of cultured embryogenic Type II maize 
callus. 

4. The primary experimental work relied on by the 
Examiner is the disclosure in Klein et al. of the bombardment of 
immature maize embryos with particles coated with GUS ~encoding 
plasmid DNA. Following bombardment, and treatment with GUS 
substrate, "UD to 23 blue spots could be visualized on the 
scutellum . .. “ and “(about 30 to 50) single cells expressing 


the GUS gene could be observed under higher magnification." 
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Although the authors do not state that these experiments led to 
stable integration of the foreign gene, at page 562 of the Klein 
et al. paper, it is disclosed that: 


Because embryos and embryogenic callus can be 
generated from the surface of maize scutel- 
lum, that tissue will be a prime target for 
future attempts to deliver selectable markers 
with the particle gun. - +--+ 


Recent results (manuscript in preparation) 
indicate that stably transformed cultures of 
maize and tobacco can be recovered using the 
optimized parameters that are detailed in the 
present study [emphasis added}. 


The use of the phrase “future attempts” in the first section of 
this quote suggests that the “recent results” referred to in the 
second section do not relate to embryogenic callus, derived from 
scutellum of immature embryos. 

5. The ability to generate callus or plants from 
euneured immature embryos had not led to transgenic monocots of 
any species in 1988. In 1990, I.K. Vasil summarized the status 


of this work (Bio/Technology, 8, 79 (1990)): 


Plant regeneration in cereals is most easily 
obtained from cultured, immature embryos , 
bases of young leaves and young infloresc- 
ences, often directly from single cells. 
Delivery and integration of foreign DNA into 
such cells can rapidly yield non-chimeric 
somatic embryos and plants. Unfortunately, 
‘despite many attempts, it has not been pos- 
sible thus far to obtain transgenic plants, 
or even stably transformed callus, following 
DNA delivery into such explants by particle 
bombardment. This is an important Limitation 
to be overcome. 
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6. The only “stably transformed maize callus” reported 
prior to 1990 was that disclosed by Klein et al. in Plant 
physiol., 91, 440 (1983), which was derived by bombardment of 
cultured BMS cells, not immature embryos, and was nonregenerable. 
The transgenic maize plants obtained by Rhodes et al. by regener~ 
ation of transformed protoplasts were sterile. There were a few 
reports of pollen-mediated transformation, with no accompanying 
evidence of stable integration. ‘Thus, prior to 1990, the art 
worker had no experience whatsoever with fertile transgenic 
cereal plants prepared from transformed tissue of any oriqin. 
Although the bombardment of embryogenic maize callus is arquably 
obvious to try, one cognizant of the literature would not have 
predicted success. 

7. The scutellum consists of many cells, and bombard- 
ment by the DNA-~coated particles is a random process. The parti- 
cles can only penetrate and transform a small fraction of the 
cells. Therefore, at best, a mosaic pattern of transformed cells 
in peaeetiam would be expected. Furthermore, there are no cells 
in scutellum that are progenitors of reproductive celis. 

8. Assuming, for argument’s sake, that the “stably 
transformed” maize voultures” mentioned by Klein et al. are 


transformed callus cultures, achieved by bombardment of scutel- 





Lum, followed by generation of callus therefrom, the foreign DNA 
iz. ‘ae ‘ 

may be integrated in cells to the extent that it is found “in" 

some portions of the regenerated plants, or may or may not be 


transmitted to the next generation. 


4 
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9. Assuming, for argument‘s sake, that one of ordinary 
skill in the art be led by the disclosures of the cited art to 
replace the scutellum bombarded by Klein et al. or the meristems 
bombarded by McCabe et al. with embryogenic Type II callus dis- 
closed in my review article, the Examiner is urged to consider 
that, in view of these disclosures, I would have had no reason- 
able expectation that the bombarded Type II callus would yield 
fertile transgenic corn plants possessing the ability to transmit 
the foreign DNA through at least one complete sexual cycle to 
progeny. 

10. To begin with, given the invasive nature of parti-~ 
cle bombardment, I would not be able to predict that the bom- 
barded Type II callus cells would remain viable, e.g., would 
continue to divide, and would not simply be destroyed by bombard- 
ment. Therefore, I would expect bombardment to severely stress 
these cells, and would therefore not necessarily expect this 
process to lead to viable callus. I would also not be able to 
predict with any certainty that the foreign DNA introduced into 
the cells would be stably integrated into the chromosomes of the 
cells, i.e., so that it would be transmitted to succeeding gener— 
seiois of germline cells. Evidence to support these assertions 
is found in Klein et al., wherein bombardment of both BMS suspen- 
sion cell cultures and scutellum was not observed to yield stable 
transformation events. [In fact, there is aliso no evidence pre~- 


sented by Klein et al. that the cells retained the ability to 
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divide following bombardment, whether or not the DNA was inte- 


qrated. 

ll. Likewise, although Type II callus is highly regen- 
erable, there is nothing in the prior art that would lead me to 
believe that it would be an improved target for bombardment | 
insofar as characteristics relating to the retention of viability 
and stable integration of the foreign DNA are concerned. Simply 
because “native” Type II callus is highly regenerable does not 
suggest that it possesses any enhanced ability to survive bom- 
bardment, must less to stably integrate the introduced DNA. In 
fact, the state of the art prior to 1990 would have led me to 
predict that only Peaneiene expression of the introduced DNA 
would. be much more likely. As aoted above, the literature had 
reported bombardment of a number of dicot and monocot tissues, 
but the research groups involved had not been convinced that 
expression relating to stable transformation in viable, regener~ 
able monocot tissue had been achieved. 

12. Furthermore, selection of embryogenic Type II 
callus as the target might yield regenerable callus that was not 
stably transformed, or the ability to regenerate plants might be 
lost even though stable transformation was attained, or the cells 
might simply be rendered non-dividing by the particle penetra- 
tion, or not sufficiently penetrated to accomplish trans forma- 
tion. 


13. Finally, the success reported by McCabe et al. in 


regenerating transgenic soybean plants following bombardment of 
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exposed soybean meristems would not lead me to expect that 
success would be imminent with maize using biolistics. McCabe et 
al. did not indicate that any other types of embryogenic tissue 
could be used in place of meristematic tissue. Also, the struc~ 
tural differences between soybean meristems and maize meristems 
would not lead me to predict that maize meristems could be suc- 
cessfully bombarded and regenerated into fertile maize plants 
using the techniques taught by McCabe. 

14. It might well be obvious for a researcher in this 
area to try to transform a maize tissue, cultured cells or proto- 
plasts that had a history of "regenerability” in the untrans~ 
formed state. However, the “state of the art” in mid~1989 to 
early: 1990 would not permit one of ordinary skill in the art to 
reasonably predict that the three pieces of the puzzle of maize 
transformation, namely stable transformation accompanied by 
subsequent cell division, regenerability, and fertility/- 
transmission, would come together via any available methodology 
employing any available maize starting material, including scu- 
tellum, much less that the biolistic transformation of friable 
embryogenic Type II callus would be the path to success. 

15. i further declare that all statements made herein 
of my own knowledge ae roe and that all statements made on 
information and belief are believed to be true, and further, that 
these statements are made with the knowledge that aciveul false 
statements and the like are punishable by fine or imprisonment, 


or both, under Section 1001 of Title 18 of the United States 


~ a 0003025 
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Lad 


Code, and that such willful false statements may jeopardize the 


validity of this application or any patent issuing thereon. 


Date: Ya 29, VWA2- (Reed 7 Gtre, to 
. Ronald L. Phillips 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


Applicant: Ronald C. Lundquist et al. 

Title: FERTILE TRANSGENIC CORN PLANTS 

Docket No.: 950.001U85 Serial No.: 08/844,555 
Filed: April 21, 1997 Due Date: March 8, 1999 
Examiner: Gary Benzion Group Art Unit: 1649 


Assistant Commissioner for Patents 
Washington, D.C. 20231 


We are transmitting herewith the following attached items (as indicated with an x"): 


A return postcard. 

An Amendment and Response (6 Pages). 

Petition for Extension of Time (1 pg.) 

A check in the amount of §380.00 to cover the Extension of Time Fee. 
A copy of the Declaration of Ronald Phillips (8 pgs.). 


P< >< DS P< DS 


Please consider this a PETYTION FOR EXTENSION OF TIME for sufficient number of months to enter these papers and 
please charge any additional required fees or credit overpayment ¢(o Deposit Account No. 19-0743, 


37. CFR L&: The undersigned hereby certifies that this Transmittal Letter and the paper, as described above 
are being, deposited in the United States Postal Service, as first class mail, in an envelope addressed to: Assistant Commissioner for 
Patents, Washington, D.C. 20231, on this 7¢ day of May, 1999. 


t-———-—~ 
&KLUTH, PA py. 0 


SCHWEGMAN, LUNDBERG, WOESSNER 
P.O. Box 2938, Minneapolis, MN 55402 (612-373-6900) Atty: Warren D. Woessner, Ph.D. 
Reg. No. 30,440 





Customer Number 211 86 
(GENERAL) 
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S/N 08/844,555 PATENT 
NT Ls A ie. NT AND TRADEMARK © 
Applicant: Ronald C. Lundquist et al. Examiner: Gary Benzion 
Serial No.: 08/844,555 Group Art Unit: 1649 
Filed: April 21, 1997 Docket: 950.001US5 
Title: FERTILE TRANSGENIC CORN PLANTS 
P ON FOR A TWO-MONTH EXTENSION © Vi 


Assistant Commissioner for Patents 
Washington, D.C. 20231 
In accordance with the provisions of 37 C.F.R. § 1.136(a), it is respectfully requested that 
a two-month extension of time be granted in which to respond to the Office Action mailed 
December 8, 1998, said period of response being extended from March 8, 1999 to May 8, 1999. 
Our check in the amount of $380.00 is enclosed to cover the required extension fee. 


Please charge any additional fees or credit overpayment to Deposit Account No. 19-0743. 
Respectfully submitted, 
RONALD C. LUNDQUIST ET AL. 
By their Representatives, 
SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. 
P.O. Box 2938 


Minneapolis, MN 55402 
(612) 373-6903 


Date LE ee $52 By WOO) Ee Ait 29-4 
Warren D. Woessner, Ph.D. 


Reg. No. 30,440 





{ hereby certify that this correspondence is being deposited with the Unjjed States Postal Service as first class mail in an envelope addressed to: 
Assistant Commissioner for Patents, Washington, D.C. 20231, on thi day of 1999. 


A | i 


Name ; Signa 
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S/N 08/844,555 PATENT 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicants: Ronald C. Lundquist et al. Examiner: Gary Benzion 

Serial No.: 08/844,555 Group Art Unit: 1649 

Filed: April 21, 1997 Docket: 950.001US5 

Title: FERTILE TRANSGENIC CORN PLANTS 





SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 
AND CERTIFICATION UNDER 1,97(e)(2) 


Assistant Commissioner for Patents 
Washington, D.C. 20231 


In compliance with the duty imposed by 37 C.F.R. § 1.56, and in accordance with 37 C.E.R. 
§§ 1.97 et. seq., the enclosed materials are brought to the attention of the Examiner for review in 
connection with the above-identified patent application. Pursuant to the provisions of MPEP 609, 
Applicants request that a copy of the 1449 form, marked as being considered and initialed by the 


Examiner, be returned with the next official communication. 


CERTIFICATION UNDER 37 CLBLR. § 1.97(e)(2) 


The undersigned attorney hereby certifies that no item of information contained in this 
Supplemental Information Disclosure Statement was cited in a communication from a foreign patent 
office in a counterpart foreign application, and, to the knowledge of the person signing this statement 
after making reasonable inquiry, no item of information contained in this Supplemental Information 
Disclosure Statement was known to any individual designated in §1.56(c) more than three months 
prior to the filing of this Supplemental Information Disclosure Statement. Therefore, US. Patent 
No. 5,886,244, being brought to the attention of the Examiner herewith by means of this 
Supplemental Information Disclosure Statement, issued no more than three months prior to the filing 


of this statement. 
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SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT Page 2 
Seriat Number: 08/844,555 ____ Dt: 950 00185 
Filing Date: April 21, 1997 wu wa 

Title: FERTILE TRANSGENIC CORN PLANTS 


Under 37 C.F.R. §1.97(c)(1), it is believed that no fee is required with this Supplemental 
[information Disclosure Statement. The Commissioner is hereby authorized to charge any fees 
necessary for consideration of this Supplemental Information Disclosure Statement to 
Deposit Account No. 19-0743. 

Applicants respectfully request consideration of this reference during prosecution of the 
above-identified matter. The Examiner is invited to contact Applicants' Representatives at the 


below-listed telephone number if there are any questions regarding this communication. 


Respectfully submitted, 
RONALD C. LUNDQUIST ET AL. 
By their Representatives, 


SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. 
P.O. Box 2938 

Minneapolis, MN 55402 

(612) 373-6903 


Date ees oa By biden Olen 


WDW: jsf Warren D. Woessner 
Reg. No. 30,440 


{ hereby certify that this cormespondence is being deposited with the United States Postal Service as first class mail in an envelope addressed to Assistant 
Commissioner of Patents, Washington, DC. 20231 on May 2b, 1999. 


SlaNACTHTAN VERE SON 


Name gnature 
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Sheet | of 1 
Form 1449° Atty. Docket No.: 950.001US5 Serial No. 08/844,555 


INFORMATION DISCLOSURE STATEMENT | Applicants: Ronald C. Lundquist et al. 
BY APPLICANT 


Use several sheets if necessa Filing Date: April 21, 1997 Group: 1649 


U.S. PATENT DOCUMENTS 








ry 7 Tn Filing Date 
Initiad becumeok wuoaber Date Hava Ciaxw Subclass if Appropriate 
5,886,244 63/23/1999 Tomes et al. B00 293 06/10/88 
FOREIGN PATENT DOCUMENTS 
**Krauiner Translating 
Initial Document Minber Date Country Class Subclasea Yoa } Ya 
OTHER DOCUMENTS 
**Exeninar {Including Author. Title, Date, Pertinent Pages, Etc.} 
Initial — 
Examiner 


[Date Considered 


*Subatitute Plackesure Statement Porm (PTO-1449) 
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SOPLAMINER a 


tIndcfal 12 chtation considered, whether or not citation io in conformance with HPEP 609; Draw ifne through citation if nar in conform 
and not considered. Include copy of thie form with next commnicacion to applicant. 


0003031 


er 2 es 


Case 1:04-cv-00305-SLR Document 225-9 Filed 01/11/2006 Page 22 of 50 


UNITED STATE %EPARTMENT OF COMMERCE 
Patent and Trademark Office 





NOTICE OF ALLOWANCE AND ISSUE FEE DUE 


ad ge bap obs: ae aes Midtis feo 
WRI oo SHUI LOSMER! é 


BECHBEHGN LEHNER E ES 
WRESSHER AND ELIT} 

Pot BX 3ocas 

MINNEAPOLIS PHA SSelie 


APPLICATION NO. FILING DATE TOTAL CLAIMS EXAMINER AND GROUP ART UNIT 


] 
tee 


DATE MAILED 
First Named — 
Applicant WAND fe , 3S LSC iSdth) term ext. = O Days. 

TITLE OF 


Rees 
* tm — 


INVENTION FERTILE TRANSGENE CORN FLANTS (D NV a | "i 
‘ 4) | | 


ATTYS DOCKET NO. CLASS-SUACLASS | BATCHNO. APPLN. TYPE FEE DUE DATE DUE 


4 ou, OPUS Siti Ss. BY 7 I LiTILITY MI Se) 210.00 £4 / ted 


THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR {SSUANCE AS A PATENT. 
PROSECUTION ON THE MERITS JS CLOSED. 
THE ISSUE FEE MUST BE PAID WITHIN THREE MONTHS FROM THE MAILING DATE OF THIS NOTICE OR THIS 
APPLICATION SHALL BE REGARDED AS ABANDONED. THIS STATUTORY PERIOD CANNOT BE EXTENDED. 
HOW TO RESPOND TO THIS NOTICE: 
| Review the SMALL ENTITY status shown above. 

if the SMALL ENTITY is shown as YES, verify your if the SMALL ENTITY is shown as NO: 

current SMALL ENTITY status: ; 


A. if the status is changed, pay twice the amount of the 
FEE DUE shown above and notify the Patent and A. Pay FEE DUE shown above, or 
Trademark Office of the change in status, or 


B. If the status is the same, pay the FEE DUE shown . 
above. B. File verified statement of Small Entity Status before, or with, 


payment of 1/2 the FEE DUE shown above. 


tl Part B-lssue Fee Transmittal should be completed and returned to the Patent and Trademark Office (PTO) with your 
ISSUE FEE. Even if the ISSUE FEE has already been paid by charge to deposit account, Part B Issue Fee Transmittal 
should be completed and retumed. If you are charging theiSSUE FEE to your deposit account, section “4b” of Part 
B-Issue Fee Transmittal should be completed and an extra copy of the form should be submitted. 


lil. All communications regarding this application must give application number and batch number. ° 
Please direct all communications prior to l$suance to Box ISSUE FEE unless advised to the contrary. 


IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment c 
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance 
fees when due. 

YOUR COPY 


O-85 (REV. 10-96) Approved for usa through 06/30/99. (0651-0033 
a vm JS. GPO: 1998-437-639/80023 
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Washington, D.C. 20231 


MAILING INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE. Blocks 1 
through 4 should ba completed where appropriate, All further corraspondence including the Issue Fee 
Receipt, the Patent, advance orders and notification of maintenance fees will be mailed to the current 
correspondence address as indicated unless corrected below or directed otherwise in Block 1, by (a) 


specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS” for 
maintenance fee notifications. 


CURRENT CORRESPONDENCE ADDRESS (Note: Lagibly mazic-up with any corrections or usa Block 1} 


Hid 2 / trend 
WARREN D WORSSNER 
SCHWEIMAN LUNDRERR 


Note: The certificate of maiilng below can onty be used for domestic 
mailings of the Issua Fea Transmittal. This certificate cannot be used 
for any other accompanying papers. Each additional paper, such as an 
assignmant of formal drawing, must have Its own certificate of malting. 


Certificate of Malling 


[ hereby ceriily that this Issue Fee Transmittal ls being deposited with 
tha United States Postal Service with sufficient postage for first class 
mail in an anvalope addressed to the Box Issue Fae address above on 
the data Indicated balow. 


WOE SSNER GME kKELLITH (Depositor’s nam 
Rim BMX Toe 
MINNEAPOLIS MN SSan2 oo 
(Data) 
DATE MAILED 
ne/edd, 655 Nad / il /'>? eS BENZICN, & Leech lies / ie 
First Named 
Applicant LLIN DILIT ST , 25 US iSd4(b) term ext. = mt Days. 
TITLE OF : 
INVENTION FERTILE TRANSGENIC CORN FLAOANTS 
DATE DUE 
i! Vor. OO TUISs Sod A ees Pe Wet WTILITY ham SLE10.00 Lisths 


1, Changa of correspondence address or Indication of “ Fee Address” (37 CFR 1.363). 
Use of PTO form(s} and Customer Number are recommended. but not required. 


2. For printing on the patent front page, list 
{1} tha names of up to 3 registered patent 4 


attorneys or agents OR, altematively, (2) 


[9 Change of comespondence address (or Changa of Correspondence Address form 
PTOVSA/122) attached. 


C)}*Fea Address’ Indication (or "Fea Address” Indication form PTO/SB/47) attached. 


the name of a single finn (having as a 
member a registered attormay or agent} o 
and the names of up to 2 registered patent 
attomeys or agents. H no name Is listed, no 


name will be printed. 3 


3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT {print or type} 
PLEASE NOTE: Uniess an assignee {s identified below, no assignee data will appear on the patent. 
Inclusion ot assignee data is only approplate when an assignment has been previously submitted to 
tha PTO or fs being submitted under separate cover. Cometetion of this form is NOT a subsititue for 
filing an assignment. 


(A) NAME OF ASSIGNEE 


42. The following fees ara enclosed (make check payable ta Commissio 


of Patants and Trademarks): 


[) Issue Fee : 
[CJ Advance Order - # of Copies 


4b. Tha following fees or daficlency in thesa fees should ba charged to: 


{B} RESIDENCE; {CITY & STATE OR COUNTRY) 


Please check the appropriate assignee category Indicated below (will nat be printed on the patent) 
[1] Individual {_] corporation or other private group entity [9 government 


DEPOSIT ACCOUNT NUMBER 
(ENCLOSE AN EXTRA COPY OF THIS FORM} 


(I tssue Fee 
() Advance Order - # of Copies 


The COMMISSIONER OF PATENTS AND TRADEMARKS IS requested to apply the Issua Fee to the application Kientified above. 


{Authorized Signature) 


NOTE; The issve Fee will not be accepted from anyone other than the applicant; a registered attomay 


of agent; or the assignes or other party In interest as shown by tha records of tha Patent and 
Trademark Office. a 


Burden Hour Statement: This form is estimated to take 0.2 hours to complete. Time will vary 
depending on the needs of the individual case. Any commants on the amount of time required 
to complete this form should ba sent to the Chief Information Officer, Patent and Trademark 
Office, Washington, D.C. 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS, SEND FEES AND THIS FORM TO; Box issue Fee, Assistant Commissioner for 
Patents, Washington D.C. 20231 


Undar the Paperwork Reduction Act of 1995, no persons ara required to respond to a collection 
of information unless It displays a valid OMB contro! number. 


Schwagman, Lundberg. 
Woessner & Kluth. PA 


AUG 09 1999 
RECEIVED 


TRANSMIT THIS FORM WITH FEE 


PTOL-€58 {REV 16-96) Approved for use through 06/30/89.. OMB 0651-0033 
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Notice of Allowability 




















ene eS IO 


All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included | 
herewith (or previously mailed), a Notice of Allowance and Issue Fee Due or other appropriate communication will be 
mailed in due course. 


(%} This communication is responsive to papers filed June 1, 1999 





(X} The allowed claim(s} is/are 23-26, 28, 29, 38, and 39 - 





{"] The drawings filed on are acceptable. 


C] Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
Cl At (J Some* (] None of the CERTIFIED copies of the priority documents have been 


[_] received. 


[] received in Application No, (Series Code/Serial Number} 





C) received in this national stage application from the International Bureau (PCT Rule 17.2{a)). 
“Certified copies not received: 
("] Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119fe}. 


A SHORTENED STATUTORY PERIOD FOR RESPONSE to comply with the requirements noted below is set to EXPIRE 
THREE MONTHS FROM THE "DATE MAILED" of this Office action. Failure to timely comply will resuit in 
ABANDONMENT of this application. Extensions of time may be obtained under the provisions of 37 CFR 1.136{a}. 


[| Note the attached EXAMINER'S AMENDMENT or NOTICE OF INFORMAL APPLICATION, PTO-152, which discloses 
that the oath or declaration is deficient. A SUBSTITUTE OATH OR DECLARATION IS REQUIRED. 


%] Applicant MUST submit NEW FORMAL DRAWINGS \) J Oct Z "1" 
i 
} 


[] because the originally filed drawings were declared by applicant to be informal. 


(X] including changes required by the Notice of Draftsperson's Patent Drawing Review, PTQ-948, attached hereto or 
to Paper No. 5 


("] including changes required by the proposed drawing correction filed on , Which has been 
approved by the examiner. 


{_} including changes required by the attached Examiner's Amendment/Comment. 
Identifying indicia such as the application number (sea 37 CFR 1.84(c}) should be written on the reverse side of the 


drawings. The drawings should be filed as a separate paper with a transmittal lettter addressed to tha Official 
Draftsperson. 


[] Note the attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 


Any response to this letter should include, in the upper right hand corner, the APPLICATION NUMBER (SERIES 
CODE/SERIAL NUMBER). If applicant has received a Notice of Allowance and issue Fee Due, the ISSUE BATCH NUMBER 
and DATE of the NOTICE OF ALLOWANCE should also be included. 
Attachment(s) 

(J Notice of References Cited, PTO-892 

[%} Information Disclosure Statement(s), PTO-1449, Paper Nols). 76 & 20 

["] Notice of Draftsperson’s Patent Drawing Review, PTO-948 

(] Notice of Informal Patent Application, PTO-152 

XZ] Interview Summary, PTO-413 

X%] Examiner's Amendment/Comment 

(] Examiner's Comment Regarding Requirement for Deposit of Biological Material 

[] Examiner's Statement of Reasons for Allowance 


U. S. Patant aod Tradamark Offices 


PTO-37 (Rev. 9-95) Natice of Allowability Part of Paper No. 42 


—_—_——— 
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15 


20 


25 


Serial No. 08/844, 555 2 of 3 
Art Unit 1649 


Exarniner'’s Amendment 


An Examiner's Amendment to the record appears below. Should the changes be unacceptable to 
Applicant, an amendment may be filed as provided by 37 CFR 1.312. To ensure consideration of such an 
amendment, it MUST be submitted no later than the payment of the Issue Fee. 


Claim 27 has been canceled. 
Claim 23 has been amended as follows: 


23 (twice amended). A process for producing a fertile transgenic Zea mays plant comprising the 


steps of (i) bombarding intact regenerable Zea mays cells with DNA-coated microprojectiles wherein said 





DNA comprises at least _a screenable marker gene; (ii) [identifying or] selecting a population of 
transformed cells expressing the selectable marker gene; and (iii) regenerating a fertile transgenic plant 
therefrom, wherein said DNA is expressed so as to impart glyphosate resistance to said transgenic plant 
and is transmitted through a normal sexual cycle of said transgenic plant to progeny plants. 


In claim 38, the phrase — produced by the process of claim 23,--, has been inserted following the 


term “Zea mays” in line 2. 


Authorization for this Examiner's Amendment was given in a telephone interview with 


Warren Woessner on 30 July 1999. 


Any comments considered necessary by applicant must be submitted no later than the Payment of 
Issue Fee and, to avoid processing delays, should preferably accompany the issue Fee. Such submissions 


should be clearly labeled “Comments on Statement of Reasons for Allowance." 


This application is in condition for allowance except for the presentation of claims 30-37 to an 


invention non-elected without traverse. Accordingly, claims 30-37 have been canceled. 


bar s 


Inquires 
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Serial No 08/844,555 3 of 3 
Art Unit 1649 


Any inquiry concerning this or earlier communication from the examiner should be directed to 
Gary Benzion, Ph.D. whose telephone number is (703) 308-1119. The examiner can normally be reached 
on Monday-Friday from 7:00 AM to 3:30 PM. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner’s supervisor, Lynette F, Smith can be reached on (703)-308-3909, Any inquiry 
of a general nature or relating to the status of this application should be directed to the Group receptionist 
whose telephone number is (703) 308-0196. | 


Papers related to this application may be submitted to Group 1600 by facsimile transmission. 
Papers should be faxed to Group 1600 via the PTO Fax Center located in Crystal Mall 1. The faxing of 
such papers must conform with the notice published in the Official Gazette, 1096 OG 30 (November 15, 
1989), 


Benzion 
07/30/99 





GROUP ART UNIT 1649 
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Interview Summary Exarninar Group Art Unit Wisaa Bi 
ee | 


All participants (applicant, applicant's representative, PTO personnel): 











(1) Gary Benzion, Ph.D. {3} 
{2} Warren Woessner (4} 
Date of Interview 30 Jul 1999 


Type: [&) Telephonic [([) Personal {copy is given to [J applicant (J applicant's representative). 


Exhibit shown or demonstration conducted: ([] Yes [X] No. Hf yes, brief description: 








Agreement [%} was reached. (_] was not reached. 
Claim{s} discussed: 23 and 38 


Identification of prior art discussed: 
None 








Description of the general nature of what was agreed to if an agreement was reached, or any other comments: 


Agreement to amend claims as set forth in the examiner's amendment. The process disclosed was clarified to require the 
use of a selectable marker in transformation and to limit the seed produced to that provided by the process claimed. 




















sprees a Very PEA P/F prem m/e mtd FP PPL Vib 


(A fuller description, if necessary, and a copy of the amendments, if available, which the examiner agreed would render 
the claims allowable must be attached. Also, where no copy of the amendents which would render the claims allowable 
is available, a summary thereof must be attached.) , 


1. [X} itis not necessary for applicant to provide a separate record of the substance of the interview. 


Unless the paragraph above has been checked to indicate to the contrary, A FORMAL WRITTEN RESPONSE TO THE 
LAST OFFICE ACTION IS NOT WAIVED AND MUST INCLUDE THE SUBSTANCE OF THE INTERVIEW. (See MPEP 
Section 713.04). If a response to the last Office action has already been filed, APPLICANT [S GIVEN ONE MONTH 
FROM THIS INTERVIEW DATE TO FILE A STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. 


2. [] Since the Examiner's interview summary above [including any attachments) reflects a complete response to 
each of the objections, rejections:and requirements that may be present in the last Office action, and since the 
claims are now allowable, this completed form is considered to fulfill the response requirements of the tast 
Office action. Applicant is not relieved from providing a separate record of the interview unless box 1 above 
is also checked. 


Examiner Note: You must sign and stamp this form untlass it is an attachment to a eignad Office action. 
U.S, Patant end Trademerk Offica 


PTO-413 (Rev, 10-95) interview Summary Paper No. 21 
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Important Request for Updated Information 
For Patent Application 


Title: FERTILE TRANSGENIC CORN PLANTS 

Filing Date: April 21, 1997 Serial No.: 08/844,555 Docket: 950.001US5 
Inventor(s): Ronald C. Lundquist et al. 

SLWK Attorney: Warren D. Woessner, Ph.D. Phone: (612) 373-6903 Fax: (612) 339-3061 


We are now in the process of evaluating an official action (e.g. a rejection or allowance) of the 
U.S. Patent and Trademark Office in connection with the above-identified application. As part 
of this process, we would like you to take a minute and answer the following questions. We will 
get back to you if any of the questions are answered in the affirmative. Please forward your 
answers to us by mail, facsimile (number noted above), or by phone. 


E 


a: 


Have the inventor(s) or assignee discovered any new relevant prior art not yet cited to the 
U.S. Patent and Trademark Office? Answer: 


Attached is a list of the type of documents or events that might constitute prior art. If 
you do not recall what has been cited to date, please call us and we will provide you with 
a list of the references. Please remember there is an affirmative, ongoing duty to inform 
the U.S. Patent and Trademark Office of newly discovered prior art. 


Since you last informed your attorney of such developments, has the invention been 
modified, redesigned, or adapted to other uses? Answer: 


Since we last checked, has the application been licensed or assigned to another entity? 
Answer: 


Do you anticipate introducing, offering for sale, publicizing or disclosing any new 
developments related to the invention within the next year? Answer: 


Name of person(s) answering this request: 


Please remember an application for patent in the U.S. must be filed within one 
year of the date the invention is first offered for sale, disclosed in a printed 
publication, or put into public use or otherwise commercialized. Protection in 
foreign countries generally requires that an application be filed in the U.S. before 
the invention is divulged to the public. 


003053 


Case 1:04-cv-00305-SLR Document 225-9 Filed 01/11/2006 Page 44 of 50 


Schwegman, Lundberg, Woessner & Kluth, P.A. 


Patent, Trademark & Copyright Attorneys 


Prior Art 


Generally, "prior art" includes technology known or used by 
others before the date of the invention. 


Possible sources of prior art are: 


Products manufactured by your company which relate to your invention, or from which your invention is 
an improvement. 


Company literature related to the invention. 

Prior publications of the inventor(s) in the area of the invention. 
Publications of others in the area of the invention. 

Products or services (especially competitive ones) of other companies. 
Patents issued in the area of the invention. 


Presentations made or materials distributed by the inventor(s) or others in the area of the invention at 
trade shows, conferences, etc. 


Presentations made in "poster" sessions disclosing the invention or other related materials. 
Demonstrations, promotions, or discussions of the invention with customers or other third parties. 
Publications in trade publications or scientific journals in the area of the invention. 

Patent applications filed by others in the area of the invention of which you are aware. 

Theses written by the inventor(s) or by others in the area of the invention. 


Other patent applications filed by the inventor(s) or others in his or her organization which are related to 
the invention. 


Grant proposals or awards of grants by any Government agencies related to the invention. 
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Applicant: | Ronald C. Lundquist et al. Examiner: Gary Benzion 

Serial No.. 08/844,555 Group Art Unit: 1649 

Filed: April 21, 1997 Docket: 950.001US5 

Title: FERTILE TRANSGENIC CORN PLANTS 


Box Issue Fee 
Assistant Commissioner for Patents 
Washington, D.C. 20231 


AMENDMENT UNDER 37 CER. §1.33 2{a) 


Ini response to the Notice of Allowance and Notice of Allowability mailed August 4, 


1999, please amend as follows: 


In the Claims 
Claim 23. (Thrice Amended) A process for producing a fertile transgenic Zea mays plant 
comprising the steps of 

(i) bombarding intact regenerable Zea mays cells with DNA-coated 
microprojectiles; wherein said DNA comprises at least a [screenable] 
selectable marker gene; 

(ii) selecting a population of transformed cells expressing the selectable 
marker gene; and 

(iii) | regenerating a fertile transgenic plant therefrom, wherein said DNA is 
expressed so as to impart glyphosate resistance to said transgenic plant and 
is transmitted through a normal sexual cycle of said transgenic plant to 


progeny plants. 


Claim 38. (Iwice Amended) A process for producing seed comprising: 

(a) providing a fertile transgenic Zea mays plant produced by the process of 
claim 23, said plant comprising heterologous heritable DNA that is 
expressed so as to impart glyphosate resistance to said transgenic Zea 
mays plant; 

(b) cultivating said transgenic Zea mays plant; 


(c) obtaining seed from said cultivated Zea mays plant. 
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Title: FERTILE TRANSGENIC CORN PLANTS 


REMARKS 

In claim 23, the term ‘‘selectable” is inserted and the term “ccreenable” was deleted in 
part (i), so that the claim term “selectable.” has the proper antecedent basis. This amendment is 
not believed to expand or contract the scope of this claim. Additionally, a semi-colon was added 
to claim 23 for purposes of consistency. 

in claim 38, the term “plant” was added following the first recitation of the term “Zea 
mays” in order to clarify what Applicants’ consider as their invention. The term “said” was 
added following the recitation of the term “Zea mays plant” for purposes of clarity. 

It is respectfully submitted that these changes do not introduce new matter, and the claims 
are allowable without further search or consideration. Therefore, entry is appropriate under Rule 


312, and is respectfully requested. = 


Respectfully submitted, 
RONALD C. LUNDQUIST ET AL. 
By their Representatives, 


SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. 
P.O. Box 2938 

Minneapolis, MN 55402 

(612) 373-6903 


Date cS a7? By OO Wee 
Warren D. Woessner, Ph.D. 
Reg. No. 30,440 
WDW:p}j 
{ hereby certify that this correspondence is being deposited with the United States Postal Seng as first class mail in an envelope addressed to 
Box Issue Fee, Assistant Commissioner of Patents, Washington, D.C 20231 on September 
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3, ASSIGNEE NAME AND KHESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type) 4a. The fotlowing fees are enclosed (maka check payabie io Commissior 
NOTE: Unless an assignee Is Kentified below, no assignee data will appear on the patent. of Patents and Trademarks): 
Inckssion of assignee data Is only appropiate when an assignment has been praviously suomitiad to I] issue Fee 
tha PTO or is being subrniited under separate cover. Completion of this form is NOT a subsititue for 


fing an assignment. X) Advance Order - # of Coples._1D 
(A) NAME OF ASSIGNEE 
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{B} RESIDENCE: (CITY & STATE OR COUNTR DEPOSIT ACCOUNT NUMBER 
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NOTE: The issue Fee will not be accanted from anyone other than the applicant; a registered atlomay 
or agent; of the assignea of other party in interest as shown by the records of the Patent and 
Trademark Office. 


Surden Hour Statement: This form's estimated to take 0.2 hours to complete. Time will vary 

on tha neads of the individual case. Any comments on the amount of time required Schwegman, Lundberg. 
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Serial No.: 08/844,555 
Allowed: August 4, 1999 
Issue Batch No.: W71 


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


Applicant: Ronald C. Lundgauist et al. Examiner: Gary Benzion 
Serial No..  08/844,555 Group Art Unit: 1649 
Filed: April 21, 1997 Docket: 950.001US5 
Title: FERTILE TRANSGENIC CORN PLANTS 


PETITION UNDER 37 CFR § 1.84(b) FOR ACCEPTANCE OF PHOTOGRAPHS 


Assistant Commissioner for Patents 
Washington, D.C. 20231 


In accordance with MPEP § 608.002 and 37 CFR §§ 1.84(b)(1), Applicants respectfully 
request that the photographs submitted as Figures 3, 4, 5, 6 in the above-identified patent 
application be accepted as formal drawings. The photographs illustrate aspects of the invention 
which can not be accurately or adequately depicted by ink drawings. 

Please charge any additional fees or credit overpayment to Deposit Account No. 19- 
0743. | 

Please direct any inquiry concerning this request to the undersigned Attormey for 

Applicant at (612) 373-6903. 


Respectfully submitted, 
RONALD C. LUNDQUIST ET AL. 
By their Representatives, 


SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. 
P.O. Box 2938 

Minneapolis, MN 55402 

(612) 373-6903 


Date fe (947 «By MM eu 
Warren D. Woessner, Ph.D. 


Reg. No. 30,440 
WDW:CMG:af 







i hereby certify that this correspondence Is being deposited with the United States Postal Service as first class mail in an enyefope addressed to 


Assistant Commissioner for Patents, Washington, D.C 20231, on this { day of eas 1999. 
ove ote 
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me a ld er 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


Applicant: Ronald C. Lundquist et al. Examiner: Gary Benzion 
Serial No. _08/844,555 Batch No.: W7] 

Filed: April 21, 1997 Docket: 950.001US5 
Title: FERTILE TRANSGENIC CORN PLANTS 


COMMUNICATION RE: SUBMISSION OF FORMAL DRAWINGS 


Attn: OFFICIAL DRAFTSMAN 
Assistant Commissioner for Patents 
Washington, D.C. 20231 


In response to the requirement for formal drawings made in the Notice of Allowance 


mailed August 4, 1999, enclosed are 


— 


6 sheets of formal drawings for the above-identified 
application. 
The Examiner is invited to contact Applicants Representatives, at the below-listed 


telephone number, if any further changes need to be made to the enclosed drawings. 


Respectfully submitted, 
RONALD C. LUNDQUIST ET AL. 
By their Representatives, 


SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. 
P.O. Box 2938 

Minneapolis, MN 55402 

(612) 373-6903 


Date (CY 7777 By CU? (2 ——— 
Warren D. Woessner, Ph.D. 


Reg. No. 30,440 
WDW:CMG:af 





{hereby certify that this correspondence Is being 
deposited with the United States Postal Service as firet 
“ddags mall in an envelope addressed to Assistant 
Gommissioner qt Patents, Washington, D.C. 20231, 
on : 


Date of sk 
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